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REMARKS 

Introductory Comments : 

Claims 1-20 were examined in the Office Action under reply. Claims 3, 4, 7, 15 and 17- 
20 were not subject to any rejections under 35 U.S.C. §103. Claims 1-11 and 17-20 were 
rejected under the judicially created doctrine of obviousness-type double patenting. Claims 1, 2, 
5, 6, 8-14 and 16 were rejected under 35 U.S.C. §103(a). These rejections are respectfully 
traversed as discussed more fully below. 

Applicants note with appreciation the withdrawal of the previous rejections under 35 
U.S.C. §112, second paragraph, 35 U.S.C. §102(b) and 35 U.S.C. §102(e), as well as the 
withdrawal of the §103 rejections of claims 17-22. 

Overview of the Amendments : 

Claims 2, 5, 6 and 13-15 have been cancelled. Claims 1, 12 and 16 have been amended 
to recite the invention with greater particularity. Specifically, claim 1 has been amended to 
incorporate the recitations fi*om claims 3, 4 and 7 as a Markush group. None of these claims 
were subject to the rejections under 35 U.S.C. §103. Similarly, claim 12 has been amended to 
incorporate the limitations of claim 15 which was also free of the rejections under 35 U.S.C. 
§103. Finally, claim 16 has been amended for antecedent basis purposes to track the language of 
claim 12. 

Amendment of claims 1 and 12, and cancellation of claims 2, 5, 6 and 13-15 is made 
without prejudice, without intent to abandon any originally claimed subject matter, and without 
intent to acquiesce in any rejection of record. Applicants expressly reserve the right to bring the 
subject matter of the amended and canceled claims again in a subsequent application. 
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The Double Patenting Rejections : 

Claims 1-11 and 17-20 stand variously rejected under the judicially created doctrine of 
obviousness-type double patenting over: (1) claims 1-25 of U.S. Patent No. 5,858,351 (claims 1- 
11 and 17-20); (2) claims 1-24 of U.S. Patent No. 6,325,998 (claims 1-11 and 17-20): (3) claims 
1-15 and 18-34 of U.S. Patent No. 5,846,528 (claims 1-11 and 17-22); and (4) claims 1-13 of 
U.S. Patent No. 6,335,01 1 (claims 1-10 and 17-20). 

Applicants are submitting a Terminal Disclaimer herewith. Thus, these bases for 
rejection have been overcome and withdrawal thereof is respectfully requested. 

Rejections Under 35 U.S.C. $103ra) : 

Claims 1, 2, 5, 9-13 and 16 were rejected under 35 U.S.C. §103(a) as impatentable over 
Hamamori et al. (1994) Human Gene Ther. 5:1349-1356 ("Hamamori") in view of U.S. Patent 
No. 5,252,479 to Srivastava ("Srivastava"). Additionally, claims 1, 2, 5, 6, 8-14 and 16 were 
rejected under 35 U.S.C. §103(a) as being unpatentable over Tripathy et al. (1994) Proc. Natl. 
Acad. Sci. USA 91:1 1557-1 1561 ('Tripathy") in view of Srivastava. Applicants note that none 
of claims 3, 4, 7, 15 and 17-20 were subject to these rejections. As explained above, the 
recitations of claims 3, 4 and 7 have been added to claim 1 and the recitations of claim 15 has 
been added to claim 12. Claims 3, 4, 7-1 1, 12 and 16 all depend either directiy or ultimately 
from claims 1 or 12, and claims 17-20 were not subject to these rejections. Accordingly, all 
claims are believed to be allowable. 
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CONCLUSION 



Applicants respectfully submit that the claims define a patentable invention. 
Accordingly, a Notice of Allowance is believed in order and an early notification to that 
effect would be appreciated. 

If the Examiner notes any further matters which she believes may be resolved by 
a telephone interview, she is encouraged to contact the undersigned by telephone at 650- 



ROBINS & PASTERNAK LLP 
1731 Embarcadero Road, Suite 230 
Palo Alto, CA 94303 
Telephone: (650) 493-3400 
Fax: (650)493-3440 



493-3400. 



Respectfully submitted. 





Roberta L. Robins 
Registration No. 33,208 
Attorney for Applicant 



